REMARKS 

In this communication, Applicants have amended Claims 1, 22, 25, and 53. No new 
matter has been introduced. Claims 1, 3-9, 1 1-22, 24-26, 28-67 are pending. Allowance of all 
pending claims is respectfully requested. 

Refections under 35 U.S.C. § 102/103 
Claims 1, 3-9, 1 1-22, 24-26, 28-31 and 53-58 stand rejected under 35 U.S.C. § 
102(b)/103(a) as being anticipated by or obvious over U.S. Patent No. 5,849,495 to Bronstein et 
al. (hereinafter " Bronstein V ) for reasons stated on pages 2-3 of the Office Action. Applicants 
respectfully traverse the rejection. 

For anticipation under 35 U.S.C. §102, the reference "must teach every aspect of the 
claimed invention either explicitly or impliedly. Any feature not directly taught must be 
inherently present, MPEP §706.02 . A claim is anticipated only if each and every element as set 
forth in the claim is found, either expressly or inherently described, in a single prior art 
reference.", Verdegaal Bros, v. Union Oil Co. of California , 2 USPQ2d 1051, 1053 (Fed. Cir. 
1987). 

Independent Claim 1, as amended, is directed to a solid support for chemiluminescent 
assays comprising a chemiluminescent quantum yield enhancing material comprising a 
quaternary onium polymer, and a plurality of immobilizing probes for a biopolymer target, 
wherein the immobilizing probes are covalently, ionically or physically attached to a surface of 
the solid support prior to binding to the biopolymer target. 

Bronstein I describes a chemiluminescent assay for the determination of the presence or 
amount of a biopolymer in bound assays using 1 ,2-dioxetanes in connection with AttoPhos™ as 
chemiluminescent substrates for enzyme-labeled targets or probes. Bronstein I describes coating 
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a membrane with copolymers containing pendant onium groups, but does not teach or suggest 
attaching probes to the membrane prior to binding to the target. Accordingly, Bronstein I does 
not teach every aspect of the invention of Claim 1 and therefore, does not anticipate Claim 1 . 

The same reasoning applies to the rejection under 35 U.S.C. § 103. As described above, 
Bronstein I does not teach or suggest attaching immobilizing probes to the membrane prior to 
binding to the target, and therefore, does not render Claim 1 obvious. 

The Examiner indicated that Applicants' attempt to distinguish Bronstein I from the 
claimed invention in the last response to Office Action was not understood. Specifically, the 
Examiner indicated that (1) Bronstein I also teaches attaching probes to the membrane and (2) 
that the distinction between a "biopolymer target" and a "probe" is not understood. 

In order to clarify the distinction between the teaching of Bronstein I and the claimed 
invention, Applicants would like to first address the distinction between a "target" and a "probe". 
Applicants respectfully submit that the meaning of the terms "target" and "probe" are clear to one 
skilled in the art, when used in the context of Western, Southern, and Northern blotting as 
referred to in Bronstein I (col. 14, lines 8-9) and the instant invention. Generally speaking, in all 
these techniques, a "target" molecule is immobilized on a membrane. The immobilized "target" 
is then hybridized with a "probe" that binds specifically to the "target." One skilled in the art 
would understand that the terms are used based on their plain English meaning, i.e., the "target" 
refers to the molecule of interest (i.e., the molecule to be identified and/or quantified, which is a 
protein molecule in Western blotting, a DNA molecule in Southern blotting, and an RNA 
molecule in Northern blotting); while the "probe" refers to the molecule that is used to identify 
the "target". 

Bronstein I relates to chemiluminescent assays using traditional membrane based assay 
method, i.e., admixing a probe with a target immobilized on a membrane to permit hybridization 
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(see e.g., col. 2, lines 4-7). As is well-known in the art, the probe can be directly labeled (e.g. 32 P 
labeled DNA/RNA probe) or be recognized by a second probe ( e.g., primary antibody followed 
with an enzyme/fluorescence conjugated secondary antibody) to allow identification and/or 
quantification of the target molecule . 

In a traditional membrane based assay, such as Western, Northern and Southern blotting, 
the target is immobilized on the membrane first and the probe is then attached to the membrane 
through specific binding to the target after hybridization. The probe is not attached to the 
membrane prior to its binding to the target. Moreover, the probe does not immobilize the target 
to the membrane, it only serves to identify the target. 

In contrast, the claimed invention provides a solid support (e.g. a membrane) that 
comprises an immobilizing probe that immobilizes the target on the solid support. The 
immobilizing probe is attached to the solid support prior to the binding to the target molecule. 
As described in more detail on page 14 and pages 29-30 of the specification, the pre-attached 
probe allows immobilization of the target on the solid support. The immobilized target is then 
treated with an antibody enzyme complex and/or a nuclei acid enzyme complex to allow 
chemiluminescent detection/quantification of the target. 

In sum, Applicants respectfully submit that Bronstein I only teaches a method of detection 
in which the target is immobilized on the solid support through non-specific interactions, e.g., 
electroblotting. The solid support disclosed in Bronstein I does not contain a probe for the target 
prior to the immobilization of the target. The claimed invention, however, relates to a method to 
immobilize the target on a solid support having pre-attached probes. The solid support of the 
claimed invention contains a probe for the target prior to the immobilization of the target. In this 
regard, Bronstein I is in fact teaching away from the claimed invention because attaching a 
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"probe" described in Bronstein I to the membrane prior to the immobilization of the target 
molecule would lead to high background in a traditional Western, Northern, or Southern blotting. 

Independent Claims 22, 25 and 53, as amended, all relate to a solid support having 
immobilizing probes attached to its surface prior to binding to the target. As discussed in our 
analysis of Claim 1, Bronstein I does not teach or suggest attaching an immobilizing probe to the 
surface of the solid support prior to binding to the target. Accordingly, Applicants respectfully 
submit that independent Claims 1, 22, 25 and 53 are not anticipated or rendered obvious by 
Bronstein I . Applicants further submit that Claims 2-21, 23-24, 26-31, and 54-58 are not 
anticipated or rendered obvious by Bronstein I because they depend from Claims 1, 22, 25 and 
53, respectively. Withdrawal of the 35 U.S.C. § 102(b)/103(a) rejection is respectfully requested. 

Claims 1, 3, 8, 22-24 and 53-58 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by U.S. Patent No. 5,336,596 to Bronstein et al. (hereinafter " Bronstein IF ') for 
reasons stated on page 3 of the Office Action. Applicants respectfully traverse the rejection. 

Bronstein II describes a polymer containing pendant onium groups for use in biological 
assays. The polymer may be used as the membrane or as a coating on other supports. Similar to 
Bronstein I, Bronstein II does not teach or suggest attaching immobilizing probes to the 
membrane or other support prior to binding to the target. The Office Action alleges that "one 
skilled in the art would recognize that either a "target" (one member of a specific binding pair) or 
a "probe" for the target (the corresponding specific binding pair member) could be attached to the 
solid support, i.e., the term "target" and the term "probe" could be used to define either member 
of a specific binding pair." Applicants respectfully disagree. 

As described earlier, the terms "target" and "probe," when used in the context of 
conventional blotting assays such as Western, Northern and Southern blotting, have clear 
meaning to one skilled in the art and are not interchangeable. Bronstein II describes the 
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conventional blotting assays in the background section (see e.g., col. 1 line 55 to col. 2, line 16) 
and uses the terms "target" and "probe" in a conventional fashion. For example, Bronstein II 
describes that "hybridizations are performed with enzyme labeled nucleic acid probes ... 
containing base sequence complementary to regions specific for the target sample." (Col. 2, lines 
8-12). Based on the teachings of Bronstein II, a "probe" cannot be attached to a solid support 
prior to binding to the "target." Moreover, Bronstein II does not teach or suggest using probes to 
immobilize the target molecules. Bronstein II only teaches using probes for the identification of 
immobilized targets. 

Accordingly, Applicants respectfully submit that independent Claims 1, 22, and 53 are not 
anticipated by Bronstein II . Applicants further submit that Claims 3, 8, 23-24, and 54-58 are not 
anticipated by Bronstein II because they depend from Claims 1, 22, and 53, respectively. 
Withdrawal of the 35 U.S.C. § 102(b) rejection is respectfully requested. 

In view of the foregoing remarks, favorable reconsideration of all pending claims is 
requested. Applicants respectfully submit that this application is in condition for allowance and 
requests that a notice of allowance be issued. Should the Examiner believe that anything further 
is required to expedite the prosecution of this application or further clarify the issues, the 
Examiner is requested to contact Applicants' representative at the telephone number listed below. 



Respectfully submitted, 



DLA PIPER RUDNICK GRAY CARY US LLP 




Steven B. Kelber 
Registration No.^5U,073 
Attorney of Record 
Michael Ye 

Registration No. 47,195 



1200 Nineteenth Street, N.W. 
Washington, D.C. 20036-2412 
Telephone No. (202) 861-3900 
Facsimile No. (202) 223-2085 
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1. Patentability/Validity Anticipation - Prior art (§ 115.0703) 

Federal district court erred in denying patent infringement defendant's motion for 
judgment n.o.v., in view of evidence demonstrating that claims for making urea-sulfuric 
acid fertilizer, including claims that reaction be conducted in "heat sink" of recycled 
fertilizer to prevent high temperature buildup, were anticipated by prior art patent that 
specifically detailed process for making such urea-sulfuric acid products and that 
explicitly taught that base or "heel" of recycled fertilizer can be used to make more of 
product, even if patentee of prior art did not recognize that heel functioned as heat sink, 
since heat sink property was inherently possessed by heel. 

Particular patents — Fertilizers 

4,310,343, Verdegaal and Verdegaal, Process for Making Liquid Fertilizer, holding of 
validity and infringement reversed. 

Copyright 2005, The Bureau of National Affairs, Inc. Reproduction or redistribution, in 
whole or in part, and in any form, without express written permission, is prohibited except 
as permitted by the BNA Copyright Policy. http://www.bna.eom/corp/index.html#V 




Decided March 12, 1987 
No. 86-1258 



Head notes 



Intellectual Property Library ISSN 1526-8535 



Case History and Disposition: 
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Appeal from District Court for the Eastern District of California, 
Coyle, J. 

Action by Verdegaal Brothers Inc., William Verdegaal, and George 
Verdegaal, against Union Oil Company of California, and Brea 
Agricultural Services Inc., for patent infringement. From decision 
denying defendants 9 motion for judgment notwithstanding the verdict, 
defendants appeal. Reversed. 

Attorneys: 

Andrew J. Belansky of Christie, Parker & Hale (David A. Dillard, 
with him on the brief), all of Pasadena, Calif., for appelants. 

John P. Sutton of Limbach, Limbach & Sutton (Michael E. 
Dergosits, with him on the brief), all of San Francisco, Calif., for 
appellees. 

Judge: 

Before Markey, Chief Judge, and Davis and Nies, Circuit Judges. 

Opinion Text 

Opinion By: 

Nies, Circuit Judge. 

Union Oil Company of California and Brea Agricultural Services, Inc. (collectively 
Union Oil) appeal from a judgment of the United States District Court for the Eastern 
District of California, No. CV-F-83-68 REC, entered on a jury verdict which declared 
U.S. Patent No. 4,310,343 (343), owned by Verdegaal Brothers, Inc., "valid" and claims 
1, 2, and 4 thereof infringed by Union Oil. Union Oil's motion for judgment 
notwithstanding the verdict (JNOV) was denied. We reverse. 

I 

BACKGROUND 
The General Technology 
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The patent in suit relates to a process for making certain known urea-sulfuric acid liquid 
fertilizer products. These products are made by reacting water, urea (a nitrogen- 
containing chemical), and sulfuric acid (a sulfur-containing chemical) in particular 
proportions. The nomenclature commonly used by the fertilizer industry refers to these 
fertilizer products numerically according to the percentages by weight of four fertilizer 
constituents in the following order: nitrogen, phosphorous, potassium, and sulfur. Thus, 
for example, a fertilizer containing 28% nitrogen, no phosphorous or potassium, and 9% 
sulfur is expressed numerically as 28-0-0-9. 

The Process of the '343 Patent 

The process disclosed in the '343 patent involves the chemical reaction between urea 
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and sulfuric acid, which is referred to as an exothermic reaction because it gives off heat. 
To prevent high temperature buildup, the reaction is conducted in the presence of a 
nonreactive, nutritive heat sink which will absorb the heat of reaction. Specifically, a 
previously-made batch of liquid fertilizer — known as a "heel" — can serve as the heat 
sink to which more reactants are added. Claims 1 and 2 are representative: 

1 . In a process for making a concentrated liquid fertilizer by reacting sulfuric acid and 
urea, to form an end product, the improvement comprising: 

a. providing a non-reactive, nutritive heat sink, capable of dissipating the heat of urea and 
sulfuric acid, in an amount at least 5% of the end product, 

b. adding water to the heat sink in an amount not greater than 15% of the end product, 

c. adding urea to the mixture in an amount of at least 50% of the total weight of the end 
product, 

d. adding concentrated sulfuric acid in an amount equal to at least 10% of the total weight 
of the end product. 

2. The process of claim 1 wherein the heat sink is recycled liquid fertilizer. 

Procedural History 

Verdegaal brought suit against Union Oil in the United States District Court for the 
Eastern District of California charging that certain processes employed by Union Oil for 
making liquid fertilizer products infringed all claims of its 343 patent. Union Oil 
defended on the grounds of noninfringement and patent invalidity under 35 U.S.C. 
§§102, 103. The action was tried before a jury which returned a verdict consisting of 
answers to five questions. Pertinent here are its answers that the '343 patent was "valid" 
over the prior art, and that certain of Union Oil's processes infringed claims 1, 2, and 4 of 
the patent. None were found to infringe claims 3 or 5. Based on the jury's verdict, the 
district court entered judgment in favor of Verdegaal. 

Having unsuccessfully moved for a directed verdict under Fed. R. Civ. P. 50(a), Union 
Oil timely filed a motion under Rule 50(b) for JNOV seeking a judgment that the claims 
of the '343 patent were invalid under sections 102 and 103. The district court denied the 
motion without opinion. 

il 
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ISSUE PRESENTED 

Did the district court err in denying Union Oil's motion for JNOV with respect to the 
validity of claims 1, 2, and 4 of the '343 patent? 

Ill 

Standard of Review 

When considering a motion for JNOV a district court must: (1) consider all of the 
evidence; (2) in a light most favorable to the non-moving party; (3) drawing all 
reasonable inferences favorable to that party; (4) without determining credibility of the 
witnesses; and (5) without substituting its choice for that of the jury's in deciding between 
conflicting elements of the evidence. Railroad Dynamics, Inc. v. A. Stucki Co., 727 F.2d 
1506, 1512-13, 220 USPQ 929, 936 (Fed. Cir.), cert denied, 469 U.S. 871 [ 224 USPQ 
520 ] (1984); Connell v. Sears, Roebuck & Co ., 722 F.2d 1542, 1546, 220 USPQ 193, 
197 (Fed. Cir. 1983). A district court should grant a motion for JNOV only when it is 
convinced upon the record before the jury that reasonable persons could not have reached 
a verdict for the nonmoving party. Railroad Dynamics , 727 F.2d at 1513, 220 USPQ at 
936; Connell , 722 F.2d at 1546, 220 USPQ at 197. 

To reverse the district court's denial of the motion for JNOV, Union Oil must convince us 
that either the jury's factual findings are not supported by substantial evidence, or, if they 
are, that those findings cannot support the legal conclusions which necessarily were 
drawn by the jury in forming its verdict. See Perkin-Elmer Corp. v. Computervision 
Corp ., 732 F.2d 888, 893, 221 USPQ 669, 673 (Fed. Cir.), cert, denied, 469 U.S. 857 [ 
225 USPQ 792 ] (1984). Railroad Dynamics , 727 F.2d at 1512, 220 USPQ at 936. 
Substantial evidence is more than just a mere scintilla; it is such relevant evidence from 
the record taken as a whole as a reasonable mind might accept as adequate to support the 
finding under review. Consolidated Edison Co. v. NLRB , 305 U.S. 197, 229 (1938); 
Perkin-Elmer , 732 F.2d at 893, 221 USPQ at 673; SSIH Equip. S.A. v. U.S. Int'l Trade 
Comm'n ,718 F.2d 365, 371 n. 10, 218 USPQ 678 , 684 n.10 (Fed. Cir. 1983). A trial 
court's denial of a motion for JNOV must stand unless the evidence is of such quality and 
weight that reasonable and fair-minded persons in the exercise of impartial judgment 
could not reasonably return the jury's verdict. Envirotech Corp. v. Al George, Inc ., 730 
F.2d 753, 758, 221 USPQ 473, 477 (Fed. Cir. 1984). 

Our precedent holds that the presumption of validity afforded a U.S. patent by 35 
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U.S.C. § 282 requires that the party challenging validity prove the facts establishing 
invalidity by clear and convincing evidence. American Hoist & Derrick Co. v. Sowa & 
Sons, Inc ., 725 F.2d 1350, 1360, 220 USPQ 763, 770 (Fed. Cir.), cert, denied, 469 U.S. 
821 [ 224 USPQ 520 ] (1984). Thus, the precise question to be resolved in this case is 
whether Union Oil's evidence is so clear and convincing that reasonable jurors could only 
conclude that the claims in issue were invalid. See Perkin-Elmer , 732 F.2d at 893, 221 
USPQ at 673; Railroad Dynamics , 727 F.2d at 151 1, 220 USPQ at 935. 

Anticipation 
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A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference. See, e.g., 
Structural Rubber Prods. Co . v. Park Rubber Co 749 F.2d 707, 715, 223 USPQ 1264, 
1270 (Fed. Cir. 1984); Connell , 722 F.2d at 1548, 220 USPQ at 198; Kalman v. 
Kimberly-Clark Corp 713 F.2d 760, 771, 218 USPQ 781, 789 (Fed. Cir. 1983), cert, 
denied , 465 U.S. 1026 [ 224 USPQ 520 ] (1984). Union Oil asserts that the subject 
claims of the '343 patent are anticipated under 35 U.S.C. § 102(e) 1 by the teachings 
found in the original application for U.S. Patent No. 4,315,783 to Stoller, which the jury 
was instructed was prior art. 

From the jury's verdict of patent validity, we must presume that the jury concluded that 
Union Oil failed to prove by clear and convincing evidence that claims 1, 2, and 4 were 
anticipated by the Stoller patent. See Perkin-Elmer , 732 F.2d at 893, 221 USPQ at 673; 
Railroad Dynamics , 727 F.2d at 1516, 220 USPQ at 939. Under the instructions of this 
case, this conclusion could have been reached only if the jury found that the Stoller patent 
did not disclose each and every element of the claimed inventions. Having reviewed the 
evidence, we conclude that substantial evidence does not support the jury's verdict, and, 
therefore, Union Oil's motion for JNOV on the grounds that the claims were anticipated 
should have been granted. 

The Stoller patent discloses processes for making both urea-phosphoric acid and urea- 
sulfuric acid fertilizers. Example 8 of Stoller specifically details a process for making 
30-0-0-10 urea-sulfuric acid products. There is no dispute that Example 8 meets 
elements b, c, and d of claim 1 , specifically the steps of adding water in an amount not 
greater than 15% of the product, urea in an amount of at least 50% of the product, and 
concentrated sulfuric acid in an amount of at least 10% of the product. Verdegaal 
disputes that Stoller teaches element a, the step of claim 1 of "providing a non-reactive, 
nutritive heat sink." As set forth in claim 2, the heat sink is recycled fertilizer. 2 
The Stoller specification, beginning at column 7, line 30, discloses: 
Once a batch of liquid product has been made, it can be used as a base for further 
manufacture. This is done by placing the liquid in a stirred vessel of appropriate size, 
adding urea in sufficient quantity to double the size of the finished batch, adding any 
water required for the formulation, and slowly adding the sulfuric acid while stirring. 
Leaving a heel of liquid in the vessel permits further manufacture to be conducted in a 
stirred fluid mass. 

This portion of the Stoller specification explicitly teaches that urea and sulfuric acid can 
be added to recycled fertilizer, i.e., a heel or base of previously-made product. Dr. 
Young, Union Oil's expert, so testified. Verdegaal presented no evidence to the contrary. 
Verdegaal first argues that Stoller does not anticipate because in Stoller's method sulfuric 
acid is added slowly , whereas the claimed process allows for rapid addition. However, 
there is no limitation in the subject claims with respect to the rate at which sulfuric acid is 
added, and, therefore, it is inappropriate for Verdegaal to rely on that distinction. See 
SSIH ,718 F.2d at 378, 218 USPQ at 689. It must be assumed that slow addition would 
not change the claimed process in any respect including the function of the recycled 
material as a heat sink. 

Verdegaal next argues that the testimony of Union Oil's experts with respect to what 
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Stoller teaches could well have been discounted by the jury for bias. Discarding that 
testimony does not eliminate the reference itself as evidence or its uncontradicted 
disclosure that a base of recycled fertilizer in a process may be used to make more of the 
product. 

[1] Verdegaal raises several variations of an argument, all of which focus on the failure of 
Stoller to explicitly identify the heel in his process as a "heat sink." In essence, 
Verdegaal maintains that because Stoller did not recognize the "inventive concept" that 
the heel functioned as a heat sink, Stoller's process cannot anticipate. This argument is 
wrong as a matter of fact and law. Verdegaal's own expert, Dr. Bahme, admitted that 
Stoller discussed the problem of high temperature caused by the exothermic reaction, and 
that the heel could function as a heat sink. 3 In any event, Union Oil's burden of proof 
was limited to establishing that Stoller disclosed the same process. It did not have the 
additional burden of proving that Stoller recognized the heat sink capabilities of using a 
heel. Even assuming Stoller did not recognize that the heel of his process functioned as a 
heat sink, that property was inherently possessed by the heel in his disclosed process, 
and, thus, his process anticipates the claimed invention. See In re Oelrich , 666 F.2d 
578, 581, 212 USPQ 323, 326 (CCPA 1981); In re Swinehart , 439 F.2d 210, 212-13, 
169 USPQ 226, 229 (CCPA 1971). The pertinent issues are whether Stoller discloses the 
process of adding urea and sulfuric acid to a previously-made batch of product, and 
whether that base would in fact act as a heat sink. On the entirety of the record, these 
issues could only be resolved in the affirmative. 

On appeal Verdegaal improperly attempts to attack the status of the Stoller patent as prior 
art, stating in its brief: 

Verdegaal also introduced evidence at trial that the Stoller patent is not prior art under 35 
U.S.C. §§ 102(e)/103. Professor Chisum testified that the Stoller patent, in his opinion, 
was not prior art. . . . This conclusion finds support in In re Wertheim , 646 F.2d 527 [ 
209 USPQ 554 ] (CCPA 1981), and 1 Chisum on Patents §3.07[3]. 
Appellee Brief at 27 (record cite omitted). Seldom have we encountered such blatant 
distortion of the record. A question about the status of the Stoller disclosure as prior art 
did arise at trial. Union Oil asserted that, even though the Stoller patent issued after the 
f 343 patent, Stoller was prior art under section 102(e) as of its filing date which was well 
before the filing date of Verdegaal's application. Professor Chisum never testified that 
the Stoller patent was not prior art, but rather, stated that he did not know whether it was 
prior art. An excerpt from the pertinent testimony leaves no doubt on this point: 
Q. (Mr. Sutton): And do you know whether the Stoller patent is prior art to the 
application of the Verdegaal patent? 
A. (Prof. Chisum): I don't know that it is, no. 

We find it even more incredible that Verdegaal would attempt to raise an issue with 
respect to the status of the Stoller patent given that the case was submitted to the jury 
with the instruction that the original Stoller patent application was prior art. 4 Verdegaal 
made no objection to that instruction below, and in its appeal briefs, the instruction is 
cavalierly ignored. 

In sum, Verdegaal is precluded from arguing that the Stoller patent should not be 
considered prior art. See Fed. R. Civ. P. 51; Weinar v. Rollform Inc ., 744 F.2d 797, 808, 
223 USPQ 369, 375 (Fed. Cir. 1984), cert denied, 105 S.Ct. 1844 (1985); Bio-Rad 
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Laboratories, Inc. v. Nicolet Instrument Corp ., 739 F.2d 604, 615, 222 USPQ 654, 662 
(Fed. Cir.), cert, denied, 469 U.S. 1038 (1984). 5 

After considering the record taken as a whole, we are convinced that Union Oil 
established anticipation of claims 1 , 2, and 4 by clear and convincing evidence and that 
no reasonable juror could find otherwise. Consequently, the jury's verdict on validity is 
unsupported by substantial evidence and 
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cannot stand. Thus, the district court's denial of Union Oil's motion for JNO V must be 
reversed. 

Conclusion 

Because the issues discussed above are dispositive of this case, we do not find it 
necessary to reach the other issues raised by Union Oil. 6 In accordance with this 
opinion, we reverse the portion of the judgment entered on the jury verdict upholding 
claims 1, 2, and 4 of the '343 patent as valid under section 102(e) and infringed. 

REVERSED 



Footnotes 



Footnote 1. Section 102(e) provides: 

A person shall be entitled to a patent unless— 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), 
(2), and (4) of section 371(c) of this title before the invention thereof by the applicant for 
patent 

Footnote 2. Claim 4 is written in terms of approximate percentages of all reactants by 
weight of the end product. No argument is made that the process of claim 4 would result 
in a fertilizer product any different from that disclosed by Example 8 of Stoller. 
Footnote 3. There is no dispute that the percentage of heel described in Stoller meets the 
percentage of heat sink required by the claims. 
Footnote 4. The jury instruction read: 

Stoller filed two patent applications — an original application on October 30th, 1978, and 
a second on February 7th, 1980. Under the patent laws, the claims of the 343 patent are 
invalid if you find that the original application (Exhibit BL) anticipates the process 
claimed in the 343 patent. 

Footnote 5. Union Oil also argues that Verdegaal's counsel misled the jury by its closing 
rebuttal argument: 
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ut I think it's important to keep in mind that [Stoller] couldn't have been a prior patent 
because it issued a month after the Verdegaal patent had issued. 

We disapprove of Verdegaal's tactic which would form the basis for a grant of a motion 
for a new trial but for our conclusion that outright reversal of the ruling on the motion for 
JNOV is in order. 

Footnote 6. It should not be inferred that all of these issues were properly before us. 
Union Oil appears to assume that on appeal it may dispute the resolution of any issue 
which is denominated an "issue of law" even though it was not raised in its motion for 
JNOV. This is incorrect. See Railroad Dynamics , 727 F.2d at 151 1, 220 USPQ at 934. 



- End of Case 
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